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DETAILED ACTION 

1. Claims 1-26 are pending in this application. 

2. Claims 1-4 are withdraw in this application. 



Election/Restrictions 
3. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-4, drawn to a specific method of billing, a first party requests execution 
and notifies a second party, wherein payment is required by a third party from the 
second party, classified in class 705, subclass 53. 

II. Claims 5-26, drawn to activating a particular function within software using a 

license/registration scheme, classified in class 717, subclass 172. 

o 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together in a single 

combination. The subcombinations are distinct if they do not overlap in scope and are not 

obvious variants, and if it is shown that at least one subcombination is separately usable. In the 

instant case, subcombination I has separate utility such as installing a new software package on a 

computer. See MPEP § 806.05(d). 

Further, subcombination II has separate utility such as upgrading previously installed 

software on a computer. 

The examiner has required restriction between subcombinations usable together. Where 

applicant elects a subcombination and claims thereto are subsequently found allowable, any 
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claim(s) depending from or otherwise requiring all the limitations of the allowable 
subcombination will be examined for patentability in accordance with 37 CFR 1.104. See MPEP 
§ 821 .04(a). Applicant is advised that if any claim presented in a continuation or divisional 
application is anticipated by, or includes all the limitations of, a claim that is allowable in the 
present application, such claim may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. 

Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions require a different field of search (see MPEP § 808.02), restriction for examination 
purposes as indicated is proper. 

During a telephone message received from Daniel McClure on 12 September 2006 a 
provisional election was made without traverse to prosecute the invention of group II, claims 5- 
26. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 1-4 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 
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Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claim 10 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

6. In claim 10, the software is being recited; it appears that the software license system 
would be interpreted by one of ordinary skill in the art as software, per se. Also, claim recited 
logic which is non- functional descriptive material. As such, claim 10 should be rejected as non- 
statutory. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 5, 6, 8-12, 16-19, 23-26 are reject under 35 U.S.C. 102(b) as being anticipated by 
Ahmad (U.S. Patent No.5925127). 

9. For claim 5, Ahmad teaches: A method for licensing software on a computer hardware 
platform, the software including at least one function that is restricted to a limited use (col.2 lines 
4-8; col2. lines 62-67), comprising: 
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Transmitting an activation request for a technology that must be registered to use the at least 
one function to a registration clearinghouse (col.2 lines 13-15); 

Causing registration information related to the technology that must be registered to use the at 
least one function to be compiled in a registration database (col.2 lines 41-47; col.3 lines 48- 
51); 

Receiving a communication that is capable of relieving the limited use restriction of the at least 
one function (col.2 lines 28-36); 

Determining actual usage of the technology based on the registration information compiled in 
the registration database (col.2 lines 62-65; col.3 lines 48-51). 

1 0 . For claim 6, Ahmad teaches providing payment to a technology holder, the payment 
based on the actual usage of the technology (col.9 lines 1-5). 

11. For claim 8, Ahmad teaches the predefined number of uses is zero (col.8 lines 65-67; the 
initial number of uses should be zero and program will be charged depending upon the length of 
time when the users use). 

12. For claim 9, Ahmad teaches receiving an invocation from the computer to execute the at 
least one function that is restricted to the limited use (col.3 lines 65-67 & col.4 lines 1-8 & col.2 
lines 62-67). 
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13. For claims 10 and 18, Software used in a software licensing system comprising: at least 
one function that is restricted to a limited use, the function containing at least one technology 
that must be registered before the limited use is relieved (coL2 lines 4-8; col2. lines 62-67); 
logic for transmitting an activation request to a registration clearinghouse, the activation request 
related to at least one technology that must be registered to use the at least one function (col.2 
lines 13-15); 

logic for sending registration information, the registration information related to the technology 
that must be registered to use the at least one function to the registration clearinghouse (col.2 
lines 41-47), the registration clearinghouse including a means for compiling the registration 
information (col.3 lines 46-51), the means for compiling the registration information being 
accessible to determine actual usage of the technology based on the registration information 
(col.4 lines 46-53); 

logic for receiving a communication, the communication including a means for relieving the 
limited use restriction of the at least one function (col.2 lines 28-36). 

14. For claim 11, Ahmad teaches compiling the registration request is a registration database 
(col.3 lines 45-51). 

15. For claims 12 and 19, Ahmad teaches relieving the limited use restriction includes a key 
code or a source code (col. 10 lines 18-31). 
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16. For claims 16 and 23, Ahmad teaches compiling the registration information may be 
accessed by a software provider to determine the actual usage of the technology based on the 
registration information (col.4 lines 46-53). 

1 7. For claims 1 7 and 24, Ahmad teaches the software provider provides a payment to a 
technology holder, the payment based on the actual usage of the technology (col.9 lines 1-5). 

18. For claim 25, A method for licensing software comprising: providing software to a user, 
the software including at least one unregistered technology within at least one restricted 
functionality module (col.2 lines 4-8); receiving a request from a user to relieve the restricted 
functionality module; relieving the restricted functionality (col.2 lines 28-31), creating activated 
functionality (col.2 lines 14-17); and licensing the registered technology from a technology 
holder (col.4 lines 46-53). 

19. For claim 26, a method for managing the expense of licensed technology comprising: 
providing software to a user, the software including at least one unregistered technology within 
at least one restricted functionality module (col.2 lines 4-8); receiving a request from a user to 
relieve the restricted functionality module (col.2 lines 28-31); compiling registration data in a 
registration database (col.3 lines 46-51); relieving the restricted functionality (col.2 lines 28-31); 
and determining the usage of a registered technology based on the registration data in the 
registration database (col.4 lines 46-53). 
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Claim Rejections - 35 USC §103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

21. Claims 7, 15 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Ahmad, and in view of Lane (US Patent No. 6,941,353 Bl). 

22. For claims 7, 15 and 22, Ahmad teaches disallowing the execution of the function (col.2 
lines 27-31; if the computer program does not receive authorization message, it won't allow to be 
used by user), allowing only a predefined number of uses of the function (col.2 lines 65-67), and 
withholding executable code needed to execute the function (col. 10 lines 11-31), but Ahmad 
fails to teach hiding the function from a user interface. However, Lane teaches hiding the 
function from a user interface in the context of (col.l . lines 56-59). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to modify 
Ahmad by hiding the function from a user interface as taught by Lane in order to let user is not 
given a full opportunity to be exposed to the complete aspect the program until users purchase 
such a program for particularly use (col.l lines 59-61; col.2. lines 8-10). 

23. Claims 13 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Ahmad, and in view of Shuster (US Patent No. 6,826,546 Bl). 
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24. For claims 13 and 20, Ahmad fails to teach at least one function is playing a DVD movie, 
but Shuster teaches at the least one function is playing a DVD movie (col.5 lines 13-23). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Ahmad by at the least one function is playing a DVD movie as taught by 
Shuster in order to protect unauthorized copy of a copyright work in the form of digital files such 
as music, movies and software may be download from the internet if the copy of a software 
program which has not a valid serial number (col.l lines 30-34;col5. lines 13-20). 

25. Claims 14 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Ahmad, and in view of Garrison et al (US Pub. No.2003/0204736 Al, hereafter" Garrison"). 

26. For claims 14 and 21, Ahmad fails to teach technology used to decode digital audio and 
technology used to decode digital video, but Garrison teaches technology used to decode digital 
audio and video ([0015]). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Ahmad by technology used to decode digital 
audio and video as taught by Garrison in order to restrict user who is inclined to use video graph 
and audio recordings by using public decryption key from the manufacturer of recording device 
([0015]). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Junchun Wu whose telephone number is 571-270-1250. The 
examiner can normally be reached on Flexible. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nabil El-hady can be reached on 571-272-3963. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



September 13, 2006 




